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DETAILED ACTION 

Response to Arguments 

1 . Examiner acknowledges Applicant's filing of an RCE on 10/5/2005. 

2. Applicant's arguments with respect to claims 1, 2 5 4, 5, 7, 8, 10, 1 1, 13-20, 25, and 27-37 
have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 2, 4, 5, 7, 8, 10, 11, 13, 25, and 27-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Mattaway et al (USPN 6,275,490) in view of Barkan et al. (USPN 
6,366,575). 

5. Regarding claims 1,7, 13, 25, and 30, Mattaway discloses a method of and system for 
making a telephone call using an electronic document through a computer having a user 
interface, comprising the steps of and means for: receiving an electronic document that includes 
data representing at least one telephone number (col. 3, lines 27-44; col. 3, line 47-col, 4, line 15; 
and col. 9, line 61 -col. 10, line 15); selecting, by way of the user interface, a telephone number 
from a location in the electronic document (col, 3, lines 27-44; col. 3, line 47-col. 4, line 15; and 
col. 9, line 61 -col. 10, line 15); retrieving data, associated with the location, from the electronic 
document, wherein the data comprises the telephone number in a format usable for setting up a 
call (col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; and col. 9, line 61-col. 10, line 15); and 
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signaling, via a packet-switched network, a telecommunication system to connect a call between 
the telephone number and a calling party telephone number using the retrieved data (col. 3, lines 
27-44; col. 3, line 47-col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 45-col. 11, 
line 16). 

Mattaway does not expressly disclose determining if a calling party telephone number 
has been previously stored in local memory in the computer; prompting a user to enter the calling 
party telephone number into the computer if the calling party telephone number had not been 
previously stored in the local memory in the computer, thereby storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number; and using the locally stored calling party telephone number to connect 
all calls from the calling party, subsequent to attempting the call, to any telephone number 
including the selected telephone number. However, Mattaway does disclose receiving a calling 
party address; storing the calling party address in memory within the computer proximate the 
user interface to obtain a stored calling address; and using the calling party address to connect all 
calls from the calling party, subsequent to attempting the call, to any telephone number including 
the selected telephone number (col. 7, lines 32-37; col. 7, lines 46-49; col. 7, lines 54-57; and 
col. 8, lines 49-52). Mattaway also discloses using telephone numbers for addressing clients (col. 
9, lines 36-39). Barkan teaches, in a telecommunications system, determining if a calling party 
telephone number has been previously stored in local memory in the computer (col. 5, lines 30- 
33); prompting a user to enter the calling party telephone number into the computer if the calling 
party telephone number had not been previously stored in the local memory in the computer (col. 
5, lines 30-39), and using the locally stored calling party telephone number to connect all calls 
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from the calling party, subsequent to attempting the call, to any telephone number including the 
selected telephone number (col. 5, lines 30-33), where Barkan implicitly does this in order to 
obtain a calling party telephone number with which to connect a call Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to determine if a 
calling party telephone number has been previously stored in local memory in the computer; to 
prompt a user to enter the calling party telephone number into the computer if the calling party 
telephone number had not been previously stored in the local memory in the computer; and to 
use the locally stored calling party telephone number to connect all calls from the calling party, 
subsequent to attempting the call, to any telephone number including the selected telephone 
number in order to obtain a calling party telephone number with which to connect a call. 

Mattaway in view of Barkan does not expressly disclose storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number after the prompted user has entered the calling party telephone number. 
However, Mattaway in view of Barkan does disclose having a stored calling party telephone 
number (Barkan: col. 5, lines 30-39), and prompting a user if the calling party telephone number 
has not previously been stored (Barkan: col. 5, lines 30-39). Thus, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to store the calling party telephone 
number in the local memory within the computer to obtain a locally stored calling party 
telephone number after the prompted user has entered the calling party telephone number since 
this eliminates the need for the user to repeatedly enter the same calling party telephone number. 
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6. Regarding claims 2 and 8, Mattaway in view of Barkan discloses that the call is 
connected across a circuit-switched network (Mattaway: col. 3, lines 27-44; col. 3, line 47-col. 4, 
line 15; col. 9, line 61 -col. 10, line 15; and col. 10, line 45-col. 11, line 16). 

7. Regarding claims 4 and 10, Mattaway in view of Barkan discloses that the selecting 
includes: selecting the telephone number from the electronic document via a mouse (Mattaway: 
ref. 157; col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 
10, line 45-col. 11, line 16). 

8. Regarding claims 5 and 11, Mattaway in view of Barkan discloses that the electronic 
document comprises at least one of an e-mail, a word processing file and a web page (Mattaway: 
col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 
45-col. 11, line 16). 

9. Regarding claim 27, Mattaway implicitly discloses a method of formatting an electronic 
document through a computer having a user interface, comprising: receiving characters for 
placement in an electronic document (col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, 
line 61-col. 10, line 15; and col. 10, line 45-col. 11, line 16); analyzing the received characters to 
determine if any of the characters form a telephone number (col. 3, lines 27-44; col. 3, line 47- 
col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 45-col. 11, line 16); identifying, 
by way of the user interface, a location of the characters determined to form the telephone 
number in the electronic document (col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, line 
61-col. 10, line 15; and col. 10, line 45-col. 11, line 16); and associating data, including the 
telephone number in a format usable for setting up a telephone call, with the location of the 
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characters determined to comprise the telephone number (col. 3, lines 27-44; col. 3, line 47-col. 

4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 45-col. 1 1, line 16). 

Mattaway does not expressly disclose determining if a calling party telephone number 
has been previously stored in local memory in the computer; prompting a user to enter the calling 
party telephone number into the computer if the calling party telephone number had not been 
previously stored in the local memory in the computer, thereby storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number; and using the locally stored calling party telephone number to connect 
all calls from the calling party, subsequent to attempting the call, to any telephone number 
including the selected telephone number. However, Mattaway does disclose receiving a calling 
party address; storing the calling party address in memory within the computer proximate the 
user interface to obtain a stored calling address; and using the calling party address to connect all 
calls from the calling party, subsequent to attempting the call, to any telephone number including 
the selected telephone number (col. 7, lines 32-37; col. 7, lines 46-49; col. 7, lines 54-57; and 
col. 8, lines 49-52). Mattaway also discloses using telephone numbers for addressing clients (col. 
9, lines 36-39). Barkan teaches, in a telecommunications system, determining if a calling party 
telephone number has been previously stored in local memory in the computer (col. 5, lines 30- 
33); prompting a user to enter the calling party telephone number into the computer if the calling 
party telephone number had not been previously stored in the local memory in the computer (col. 

5, lines 30-39), and using the locally stored calling party telephone number to connect all calls 
from the calling party, subsequent to attempting the call, to any telephone number including the 
selected telephone number (col. 5, lines 30-33), where Barkan implicitly does this in order to 
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obtain a calling party telephone number with which to connect a call. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to determine if a 
calling party telephone number has been previously stored in local memory in the computer; to 
prompt a user to enter the calling party telephone number into the computer if the calling party 
telephone number had not been previously stored in the local memory in the computer; and to 
use the locally stored calling party telephone number to connect all calls from the calling party, 
subsequent to attempting the call, to any telephone number including the selected telephone 
number in order to obtain a calling party telephone number with which to connect a call. 

Mattaway in view of Barkan does not expressly disclose storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number after the prompted user has entered the calling party telephone number. 
However, Mattaway in view of Barkan does disclose having a stored calling party telephone 
number (Barkan: col. 5, lines 30-39), and prompting a user if the calling party telephone number 
has not previously been stored (Barkan: col. 5, lines 30-39). Thus, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to store the calling party telephone 
number in the local memory within the computer to obtain a locally stored calling party 
telephone number after the prompted user has entered the calling party telephone number since 
this eliminates the need for the user to repeatedly enter the same calling party telephone number. 
10. Regarding claims 28 and 36, Mattaway in view of Barkan does not expressly disclose 
holding and underlining the characters determined to comprise a telephone number; however, 
Mattaway in view of Barkan does disclose that the characters are an HTML tag (Mattaway: col. 
9, lines 53-60). Examiner takes official notice that it is well known to bold and underline the 
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characters in an HTML tag in order to distinguish the HTML tag from normal text. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to bold and underline 
the characters determined to comprise a telephone number in order to distinguish the characters 
from normal text. 

1 1 . Regarding claims 29 and 37, Mattaway in view of Barkan does not expressly disclose 
portraying the characters determined to comprise a telephone number in a different color than 
other surrounding characters; however, Mattaway in view of Barkan does disclose that the 
characters are an HTML tag (Mattaway: col. 9, lines 53-60). Examiner takes official notice that it 
is well known to portray the characters determined to comprise an HTML tag in a different color 
in order to distinguish the HTML tag from normal text. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to portray the characters determined to 
comprise a telephone number in a different color than other surrounding characters in order to 
distinguish the characters of the telephone number from normal text. 

12. Regarding claim 31, Mattaway in view of Barkan does not expressly disclose that the 
electronic document comprises an e-mail; however, Mattaway in view of Barkan does disclose 
that the addresses are HTML tags (Mattaway: col. 9, lines 53-60). Examiner takes official notice 
that it is well known to use HTML tags in e-mails in order to extend the benefits of HTML tags 
to other types of electronic documents. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to have the electronic document comprise an e-mail in order to 
allow the benefits of the call establishment method to extend to e-mails. 

13. Regarding claim 32, Mattaway in view of Barkan does not expressly disclose that the 
electronic document comprises a word processing file; however, Mattaway in view of Barkan 
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does disclose that the addresses are HTML tags (Mattaway: col. 9, lines 53-60). Examiner takes 
official notice that it is well known to use HTML tags in word processing files in order to extend 
the benefits of HTML tags to other types of electronic documents. It would have been obvious to 
one of ordinary skill in the art at the time of the invention to have the electronic document 
comprise a word processing file in order to allow the benefits of the call establishment method to 
extend to word processing files. 

14. Regarding claim 33, Mattaway in view of Barkan discloses that the electronic document 
comprises a web page (Mattaway: col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, line 
61-col. 10, line 15; and col. 10, line 45-col. 11, line 16). 

15. Regarding claim 34, Mattaway in view of Barkan discloses that the remote device, 
responsive to receipt of the message, signals a telecommunication system to set up a call between 
the telephone number and the calling party telephone number (Mattaway: col. 3, lines 27-44; col. 
3, line 47-col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 45-col. 11, line 16). 

16. Regarding claim 35, Mattaway in view of Barkan discloses that characters corresponding 
to the telephone number are associated with the location in the electronic document (Mattaway: 
col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; and col. 9, line 61-col. 10, line 15). 

17. Claims 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mattaway 
et al (USPN 6,275,490) in view of Barkan et al. (USPN 6,366,575) in further view of Wiener et 
al (USPN 6,324,264). 

18. Regarding claims 14, 17, and 20, Mattaway discloses a method of and system for making 
a telephone call using an electronic document, the method comprising the steps of and the system 
comprising means for: receiving, at a computer, having a user interface, an electronic document 



Application/Control Number: 09/620,484 Page 10 

Art Unit: 2665 

that includes data representing a telephone number (col. 3, lines 27-44; col. 3, line 47-col. 4, line 
15; and col. 9, line 61 -col. 10, line 15); selecting, by way of the user interface, a telephone 
number from the electronic document (col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; and col. 
9, line 61 -col. 10, line 15); retrieving data, based on the selection, from the electronic document, 
wherein the data comprises the telephone number in a format usable for setting up a telephone 
call (col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; and col. 9, line 61-col. 10, line 15). 

Mattaway does not expressly disclose determining if a calling party telephone number 
has been previously stored in local memory in the computer; prompting a user to enter the calling 
party telephone number into the computer if the calling party telephone number had not been 
previously stored in the local memory in the computer, thereby storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number; and using the locally stored calling party telephone number to connect 
all calls from the calling party, subsequent to attempting the call, to any telephone number 
including the selected telephone number. However, Mattaway does disclose receiving a calling 
party address; storing the calling party address in memory within the computer proximate the 
user interface to obtain a stored calling address; and using the calling party address to connect all 
calls from the calling party, subsequent to attempting the call, to any telephone number including 
the selected telephone number (col. 7, lines 32-37; col. 7, lines 46-49; col. 7, lines 54-57; and 
col. 8, lines 49-52). Mattaway also discloses using telephone numbers for addressing clients (col. 
9, lines 36-39). Barkan teaches, in a telecommunications system, determining if a calling party 
telephone number has been previously stored in local memory in the computer (col. 5, lines 30- 
33); prompting a user to enter the calling party telephone number into the computer if the calling 
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party telephone number had not been previously stored in the local memory in the computer (col. 
5, lines 30-39), and using the locally stored calling party telephone number to connect all calls 
from the calling party, subsequent to attempting the call, to any telephone number including the 
selected telephone number (col. 5, lines 30-33), where Barkan implicitly does this in order to 
obtain a calling party telephone number with which to connect a call. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to determine if a 
calling party telephone number has been previously stored in local memory in the computer; to 
prompt a user to enter the calling party telephone number into the computer if the calling party 
telephone number had not been previously stored in the local memory in the computer; and to 
use the locally stored calling party telephone number to connect all calls from the calling party, 
subsequent to attempting the call, to any telephone number including the selected telephone 
number in order to obtain a calling party telephone number with which to connect a call. 

Mattaway in view of Barkan does not expressly disclose storing the calling party 
telephone number in the local memory within the computer to obtain a locally stored calling 
party telephone number after the prompted user has entered the calling party telephone number. 
However, Mattaway in view of Barkan does disclose having a stored calling party telephone 
number (Barkan: col. 5, lines 30-39), and prompting a user if the calling party telephone number 
has not previously been stored (Barkan: col. 5, lines 30-39). Thus, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to store the calling party telephone 
number in the local memory within the computer to obtain a locally stored calling party 
telephone number after the prompted user has entered the calling party telephone number since 
this eliminates the need for the user to repeatedly enter the same calling party telephone number. 
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Mattaway in view of Barkan does not expressly disclose connecting, if the computer 
includes a packetized telephone, a packet-switched call to a first telephone associated with the 
telephone number; and connecting, if the computer does not include a packetized telephone, a 
circuit-switched call between the first telephone and a second telephone associated with a calling 
party using the retrieved data; however, Mattaway in view of Barkan does disclose that the call 
can be connected either over a packet-switched network or a circuit switched network where a 
gateway is used to make the connection over the circuit-switched network (Mataway: col. 3, 
lines 27-44; col. 3, line 47-col. 4, line 15; col. 9, line 61-col. 10, line 15; and col. 10, line 45-coL 
11, line 16). Examiner notes that Mattaway in view of Barkan assumes that every computer 
contains Internet phone capabilities. Wiener teaches, in a system for establishing a 
communication call, connecting, if the computer includes a packetized telephone, a 
packet-switched call to a first telephone associated with the telephone number; and connecting, if 
the computer does not include a packetized telephone, a circuit-switched call between the first 
telephone and a second telephone associated with a calling party using the retrieved data (col. 5, 
line 3-col. 6, line 22 and col. 9, line 46-col. 1 1, line 8). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to connect, if the computer includes a 
packetized telephone, a packet-switched call to a first telephone associated with the telephone 
number; and to connect, if the computer does not include a packetized telephone, a circuit- 
switched call between the first telephone and a second telephone associated with a calling party 
using the retrieved data in order to allow for the situation in which the calling party does not 
have Internet phone capabilities. 
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19. Regarding claims 15 and 18, Mattaway in view of Barkan in further view of Wiener 
discloses that the selecting includes: selecting the telephone number from the electronic 
document via a mouse (Mattaway: ref 157; col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; col. 
9, line61-col. 10, line 15; and col. 10, line45-col. 11, line 16). 

20. Regarding claims 16 and 19, Mattaway in view of Barkan in further view of Wiener 
discloses that the electronic document comprises at least one of an e-mail, a word processing file 
or a web page (Mattaway: col. 3, lines 27-44; col. 3, line 47-col. 4, line 15; and col. 9, line 61- 
col. 10, line 15). 

Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Narain et al (USPN 6,535,506) see entire document which pertains to establishing 
communications based on hypertext calling received from a packet network. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Ryman whose telephone number is (571)272-3152. The 
examiner can normally be reached on Mon.-Fri. 7:00-4:30 with every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel J. Ryman 
f^fc Examiner 
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